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The MAILING DATE of this communication appears nthec ver sheet with the corresp ndenc address - 
Peri df r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 22 May 2001 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disp sition of Claims 

4) ^ Claim(s) 1^4 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^4 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10)E3 The drawing(s) filed on 22 May 2001 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

aO All b)D Some*c)|g| None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) M Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). 



2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) D Information Disclosure Statement(s) (PTO-1449) Paper No(s) ^ . 6) □ Other: 
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DETAILED ACTION 

Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority based on an 
application filed in Japan on November 24, 2000. It is noted, however, that applicant 
"has not filed a certified copyof the JapaTiese~applicati6h~as required by 35 
U.S.C. 119(b). 

Specification 



2. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

3. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "comprising", "means" and "said," should be 
avoided. The abstract should describe the disclosure sufficiently to assist readers in 
deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1-2, and 4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

6. Claim 1 recites the limitations such as "the object lens" (lines 2-3), "the focus 
position" (line 12), "the state" (lines 13 and 16), "was moved" (line 14) and "was 
adjusted" (line 17). There is insufficient antecedent basis for these limitations in the 
claim. 

7. Claim 2 recites the limitation " when external force was applied" (lines 25-26). 
There is insufficient antecedent basis for these limitations in the claim. 

8. Claim 4 recites the limitations such as "the surface" (lines 3), "the focus position" 
(lines 4-5). There is insufficient antecedent basis for these limitations in the claim. 

Furthermore, it appears as if a method step is missing from the concept. There 
is no step recited which explains how a sample is "caught" on the tip of the sampling 
needle. It is unclear if this "a sample caught on the tip" is the same as the "a sample" 
attached on the on the surface (lines 7-8). 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

TO" Claims 
al. US 5,574,594. 

Fowler et al. discloses an automated microscope slide marking device 10 for 
making reference marks on the surface of microscope slides. 

FIG. 1, shows an arrangement of the component parts of the present invention 
automated microscope slide marking device 10. Included in this arrangement is a 
switching module 12 having a push-button 14 and three separate electrical sockets 
16,18,20, an electronic marker assembly 22 having a support 24, an electrical actuator 
26 secured to the support 24, a needle marker cartridge 28 also secured to the support 
24, and an electrical plug 30 for making an electrical connection between the electrical 
actuator 26 to the first 16 of the electrical sockets of the switching module 12, a foot- 
switch 32 having an electrical plug 34 for making an electrical connection to the second 
18 of the electrical sockets of the switching module 12, an AC to DC wall plug voltage 
transformer 36 having an electrical plug 38 for making an electrical connection to the 
third 20 of the electrical sockets of the switching module 12, and a ring adapter 40 
which is designed to fit around the barrel of a microscope objective 42 and to 
secure the electronic marker assembly 22 thereto. 



Application/Control Number: 09/862,700 Page 5 

Art Unit: 1743 

The solenoid coil of the electrical actuator 26 is energized when either the push- 
button 14 or the foot-switch 32 is engaged by the microscope user. Thus, the switching 
module 12 performs an ORing function (elastic member affect) between the push-button 
14 and the foot-switch 32. The AC to DC wall plug voltage transformer 36 supplies the 
switching module 12 with a DC operating voltage. The operating voltage, typically 12 or" 
24 volts, allows the switching module to perform the ORing function and to energize the 
solenoid coil of the electrical actuator 26. The push-button 14 and the foot-switch 32 are 
provided to give the microscope user an option of placing, and then engaging, either at 
an economically desirable position. 

Referring to FIG. 9, the electronic marker assembly 22 is shown being directed 
into the angled groove 64 of the ring adapter 40, with the needle-like tube 58 being 
directed into hole 66. Once the electronic marker assembly 22 is positioned within the 
angled groove 64, it is secured by tightening the locking thumbscrew 68 against the 
needle-like tube 58. Referring to FIG. 10, the electronic marker assembly 22 is shown 
secured to the ring adapter 40, while the ring adapter 40 is being fit around the barrel of 
the microscope objective 42. Once the ring adapter 40 is positioned around the barrel of 
the microscope objective 42, it is secured in place by tightening the mounting screws 74 
(which also allows it to be detached) against the barrel 42. 

The ideal position of the needle-like tube 58 with respect to the slide 90 is such 
that there should be approximately 1 .5 mm of vertical clearance therebetween when the 
image viewed through the microscope is brought into focus. Furthermore, the needle- 
like tube 58 should not appear in the field of view, but the reference mark that is made 
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by the plastic fiber 62 should appear at the edge of the field of view. When using an E 
Plan LWD 10X power microscope objective or other objectives, such can be 
accomplished by horizontally positioning the needle-like tube 58 approximately 1.25 mm 
from the center of the field of view. To achieve these vertical and horizontal distances, 
the~ring adapter^0~c^be^ 

42, as indicated, and the needle-like tube 58 can be adjusted up and down the angled 
groove 64 through hole 66, also as indicated. These adjustments are made by simply 
loosening and retightening the mounting screw 74 and the locking screw 68 after the 
ring adapter 40 and the electronic marker assembly 22 have been repositioned, 
respectively. It should be noted that the needle-like tube 58 may be bent slightly, as 
shown, to make minor positioning adjustments. 

1 1 . Claims 1 and 4 are rejected under 35 U.S.C. 102(b) as being aniticpated by 
Syska et al. US 6,159,199. 

Syskay et al. dislose a device for handling instruments used in technical 
cytological examinations has a holder base with at least two separate and moveable 
holders each carrying one instrument and each being coupled with a drive for switching 
the holders between two defined positions, one of which is a working position and the 
other is a rest position. In the working position, the distal end of the instrument located 
in the holder is aligned during a technical cytological intervention in the region of cellular 
material which is to be treated. In the rest position, the instrument held in the holder is 
kept at a safe distance from the cellular material which is to be treated. The drives are 
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coupled with each other so that, when activated, they switch the holders between their 
rest and working position, respectively. 

Generally, such devices are thus equipped, for example, with a holder base 
which provides a separate, moveable holder for each instrument. Each of the holders is 
coOplecl"to"^ranvew 

beginning an intervention, the holder base which is outfitted with the instruments is 
macroscopically pre-adjusted, and then each of its holders is precisely adjusted by 
means of set screws, for example, until in the working position the free ends of the 
instruments mounted in the holders are mapped into the field of vision of the 
microscope. In this way it is made certain that-while a specific holder is being shifted 
into the working position--the free end of the instrument held in the selected holder is 
automatically placed into the operator's field of vision and thereby in direct proximity to 
the cellular material to be treated, and that it does not have to be re-adjusted by the 
operator each time in a time-consuming process. 

The invention provides that drives controlling the holders are so coupled 
together that when they are activated at least two of the holders are shifted into the 
working and resting positions, respectively. Consequently, in accordance with the 
invention the operator can bring about a carefully aimed exchange of positions between 
the positions of both hollow needles by means of an activation (hence in a single 
operator step), if during an intervention the above referenced etching capillary tube is 
located in the working position and the biopsy capillary is in the resting position. 
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FIG. 1 schematically shows a Petrie dish 20 in which has been placed a sample 
of cellular material 21. Ordinarily, and as shown, sample 21 is enclosed in a drop of 
culture medium 22 and totally surrounded by a layer of oil 23. 

A microscope table 24 on which the Petrie dish 20 rests and a lens 25 of a 
microscope which'is needed for optical inspection of the technical cytological 
intervention are schematically shown. In the illustrated example, hollow needle 12b of 
instrument 12 is so positioned by holder 14 that its free end is located as close as 
possible in direct proximity to cell sample 21 in culture medium 22. In any event, hollow 
needle 12b of instrument 12 is located in the precisely mapped field of vision of lens 25. 
Instrument 1 1 , on the other hand, is positioned by the holder which is not shown in the 
figure into the resting position in which the free end of hollow needle 1 1 b is located at a 
distance above cell sample 21 , but still dipping into the oil pool or film 23. The positions 
which are illustrated represent ideal positions. Differently selected set-ups are also 
conceivable, of course, within limits. 

While Syska teahes that the device is for dispensing, it is inherent that the device 
could also be used to collect or withdraw material from the sampling location. 
12. Claims land 4 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Miyoshi US 6,411,433. 

Miyoshi discloses a micromanipulator having a high-stiffness manipulation probe 
capable of carrying out a manipulation process in the view range of a microscope 
without modifying an existing observation optical system. The micromanipulator 
comprises a manipulation probe protruding from a probe supporting member, which is 
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connectedly supported on a transfer control device by means of a hold member. The 
manipulation probe can be moved (e.g., translated or rotated) for a desired stroke in a 
desired direction by driving the transfer control device to move the probe supporting 
member finely. 

The micromanipulator 4 comprisesarod- or needle-shaped"manipulatio~nl)Tobe 6 

and a transfer control device 8, which can move the probe 6 in a given direction and 
locate it in a given position. The manipulation probe 6 is supported on the control device 
8 by means of a mounting holder 10. The micromanipulator 4 is attached to a 
microscope body 14 by means of a manipulator fixing member 12. 

According to this micromanipulator 4, the manipulation probe 6 is operated for a 
sample (e.g., cell, fertilized edge, etc.) 20 in a vessel 18 that is placed on a microscope 
stage 16. By doing this, the sample 20 is situated in the view range of an objective lens 
22, or the sample 20 in the view range of the lens 22 is reoriented. 

Supposedly, the manipulation probe 6 of the first prior art may be positioned with 
respect to the sample 20 that adheres to the inside of a transparent frame 24, as shown 
in FIG. 12, for example, or the probe 6 may be inserted into the view range of the high- 
magnification objective lens 22 whose working distance is short. Usually, therefore, the 
distal end of the manipulation probe 6 is sharp and elongated so that the probe 6 can be 
inserted securely and smoothly into the narrow working space. 

Illumination light from a condenser lens 28 opposed to a transparent plate 26 that 
constitutes the frame 24, for example, is applied to the sample 20 and the manipulation 
probe 6 in the working space with the probe 6 in the frame 24. By doing this, the sample 
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20 and the manipulation probe 6 can be observed microscopically as the sample 20 is 
manipulated by means of the probe 6. 



13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Bahnson et al., McManus (;083 and 2003/0081310), Smith et al., 
Christmann, Jhe et al., Tokuda et al, Gilbert et al., Luttermann et al., Itoh et al., 
Kossakovski et al., Kasahara et. al., Orthman, Uehara et al., Park et al., Tomita, 
Toshimitusu et al., Miura et al., Hatakeyama et al., Keyworth et al., Young et al., 
Nakagawa et al., Goto, Endo et al., and Wanesky disclose microscopic devices. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian R. Gordon whose telephone number is (703) 305- 
0399. The examiner can normally be reached on M-F, with 2nd and 4th F off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 703-308-4037. The fax phone numbers for 
the organization where this application or proceeding is assigned are (703) 872-9310 for 
regular communications and (703) 872-9311 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. 



Conclusion 



brg 

June 24, 2003 




